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REMARKS 

This is intended as a full and complete response to the Office Action dated 
August 16, 2005, having a shortened statutory period for response set to expire on 
November 16, 2005. Please reconsider the claims pending in the application for 
reasons discussed below. 

In the specification, the paragraphs [0007] and [0013] have been amended to 
correct minor editorial problems. 

Claims 1-31 remain pending in the application and are shown above. Claims 1, 
13, 17, and 25 have been cancelled by Applicant. Claims 1-31 are rejected and by the 
Examiner. Reconsideration of the rejected claims is requested for reasons presented 
below. 

In The Specification 

The Examiner states that paragraph [0007] and [0013] incorrectly reference US 
patent 4,054,310 to Coopersmith. Paragraphs [0007] and [0013] have been amended 
to correct this typographical error. 

Claim Rejections Under 35 (AS.C. §112 

Claim 23 is rejected under 35 U.S.C. § 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
Applicant regards as the invention. Applicant has amended claim 23 by changing the 
limitation "the through" to "the carriage" which has sufficient antecedent basis. 
Applicant respectfully requests removal of the rejection. 

Claim Rejections - 35 U.S.C. § 102 

Claims 1, 2, 5, 14-18, 20-24, and 28-30 are rejected under 35 U.S.C. § 102(b) as 
being anticipated by Pietras (U.S. 6,695,559; PCT WO 99/41485). 
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Regarding claim 2, the Examiner states that Pietras fails to teach one or arm 
coupled to a body. Therefore, Pietras does not teach, show, or suggest at least one 
arm, the arm operatively coupled to a body, the body coupled as disclosed in amended 
claim 2 and claims 3-13 which depend therefrom. Thus, Applicant submits that claims 
2-13 are in condition for allowance. 

Regarding claim 14, the Examiner states that Pietras fails to teach two arms. 
Therefore, Pietras does not teach, show, or suggest engaging the second end of the 
tubular with the two or more arms as disclosed in amended claim 14 and claims 

Regarding claim 22, the Examiner states that Pietras fails to teach two arms 
adapted to retain the tubular. Therefore, Pietras does not teach, show, or suggest two 
or more arms adapted to pivotably move the tubular from the carriage to the wellbore as 
disclosed in amended claim 22 and claims 23-31 which depend therefrom. Thus, 
Applicant submits that claims 22-31 are in condition for allowance. 

Claim Rejections - 35 U.S.C. § 103 

Claims 3-4, 6-13, 19, and 25-27 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Pietras in view of Burns (U.S. 5,609,457). 

Regarding claims 3-4 and 6-1 3, the Examiner states that Pietras teaches all the 
elements of claim 2 and that it would have been obvious to one of ordinary skill in the 
art to modify Pietras with Burns. 

In order to establish a prima facie case of obviousness based on the prior art, the 
Examiner must show some objective teaching in the prior art that would lead that 
individual to combine the relevant teachings of the references. In re Fritch , 972 F.2d 
1260, 23 USPQ2d 1780, 1783 (Fed. Cir. 1992). Pietras discloses an apparatus for 
delivering a tubular to a wellbore. It is a pipe racking system for delivering a tubular 
from location off of a drill rig to the rig. Pietras includes an arm for inhibiting the 
movement of the tubular once it is released from a tubular transporter. Burns on the 
other hand discloses an alignment apparatus that is used to align the tubular for 
connection to another tubular once the tubular is already located over the wellbore. Any 
combination of Pietras and Bums, requires a substantial modification of the prior art. 
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"The mere fact that the prior art may be modified in the manner suggested by the 
Examiner does not make the modification obvious unless the prior art suggested the 
desirability of the modification." ]d. at 1783-84. Moreover, "it is impermissible to use the 
claimed invention as an instruction manual or 'template' to piece together the teachings 
of the prior art so that the claimed invention is rendered obvious." ]d. at 1784. 

Further, Bums discloses arms 53 and a body 55, however the arms moveable in 
onty one plane 63 relative to the body 55. Therefore, Burns does not teach, show, or 
suggest the arm is movable in two or more planes relative to the body as disclosed in 
amended claim 2 and claims 3-13 which depend therefrom. Thus, Applicant submits 
that claims 2-13 are in condition for allowance. 

Regarding claim 19, as discussed above Applicant submits that there is no 
motivation to combine Pietras with Burns. Further, although Burns does have two arms 
for alignment purposes while the tubular is supported by an elevator. The arms are not 
adapted to remove the tubular from a transport tool. Therefore, Bums does not teach, 
show, or suggest two or more arms removing the second end of the tubular from the 
transport tool as disclosed in amended claim 14 and claim 19 which depends therefrom. 
Thus, Applicant submits that claim 19 is in condition for allowance. 

Regarding claims 25-27, as discussed above Applicant submits that there 
is no motivation to combine Pietras with Bums. Further, the arms in Burns are adapted 
to simply open and close to grip and release a tubular for alignment. The rest of the 
apparatus in Burns moves the tubular for alignment not the arms. Therefore, Burns 
does not teach, show, or suggest two or more arms adapted to pivotably move the 
tubular from the carriage to the wellbore as disclosed in amended claim 22 and claims 
25-27 which depend therefrom. Thus, Applicant submits that claims 25-27 are in 
condition for allowance. 

Claim 31 is rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Pietras. As discussed above Applicant submits that claim 22 is in condition for 
allowance and thus claim 31 which depends therefrom is also in condition for allowance. 
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New Claims 



New claim 32 has been added to better define aspects of the present invention. 
Applicant submits that the references cited by the Examiner either alone or in 
combination neither teach, show, or suggest pivoting the one or more arms in a first 
plane while removing the second end of the tubular from the carriage and pivoting the 
one or more arms in a second plane to release the tubular when the second end is 
substantially over the wellbore as disclosed in new claim 32. Thus, Applicant submits 
that claim 32 is in condition for allowance. 



Conclusion 



Having addressed all issues set out in the office action, Applicant respectfully 
submits that the claims are in condition for allowance and respectfully request that the 
claims be allowed. In conclusion, the references cited by the Examiner, alone or in 
combination, do not teach, show, or suggest the invention as claimed. 



Respectfully submitted, 



William B. Patterson 
Registration No. 34,102 
Patterson & Sheridan, L.L.P. 
3040 Post Oak Blvd. Suite 1500 
Houston, TX 77056 
Telephone: (713)623-4844 
Facsimile: (713) 623-4846 
Attorney for Applicant 
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